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earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-5, 7-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent Application No. 2002/0063723 to Hirono in view of U.S. Patent No. 
6,360,221 to Gough etal. 

a. As per claims 1 and 7, Hirono teaches an area information detector for detecting 
whether information transmitted from the sending terminal contains area information or 
not (See page 5, paragraph [0078]); a position information database that stores position 
information indicating the display range of area information displayed (See page 3, 
paragraph [0049]); an ad information database where ad information containing ad data 
and position data of the ad provider is stored; and ad information inserting section for 
retrieving position information on the area information from said position information 
database when it is detected that the e-mail contains area information by said area 
information detector, retrieving ad information positioned in the display range of area 
information indicated by the retrieved position information from said ad information 
database based on the position data of ad information, and inserting ad data contained in 
the retrieved ad information (See page 4, paragraph [0052-0053]). However, Hirono fails 
to teach a system for incorporating ad information into e-mails, comprising: at an e-mail 
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site including an e-mail server for saving an e-mail transmitted from a sending terminal 
and transmitting the e-mail to a receiving terminal based on a transmission request made 
by the receiving terminal; 

Gough et al teaches a system for incorporating ad information into e-mails, 
comprising: at an e-mail site including an e-mail server for saving an e-mail transmitted 
from a sending terminal and transmitting the e-mail to a receiving terminal based on a 
transmission request made by the receiving terminal (See col. 4, lines 1-21 and col. 6, 
lines 12-39); 

It would have been obvious to one with ordinary skill in the art at the time the 
invention was made to incorporate a system for incorporating ad information into e- 
mails, comprising: at an e-mail site including an e-mail server for saving an e-mail 
transmitted from a sending terminal and transmitting the e-mail to a receiving terminal 
based on a transmission request made by the receiving terminal as taught by Gough et al 
in the claimed invention of Hirono et al in order to provide free e-mail services for 
member (See col. 2,lines 1-6). 

b. As per claim 2, Hirono teaches incorporating ad information into e-mails wherein 
said area information is display of a map, traffic facilities and/or an address (See page 2, 
paragraph [0019]). 

c. As per claims 3 and 8, Hirono teaches wherein position information stored in the 
position information database specifies the display range of area information by latitude 
and longitude (See page 3, paragraph [0049]). 
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d. As per claim 4, Hirono teaches the claimed invention as described above. 
However, Hirono fails to teach wherein ad data contained in the ad information stored in 
said ad information database is banner ad information. 

Gough et al teaches wherein ad data contained in the ad information stored in said 
ad information database is banner ad information col. 6, lines 12-39); 

It would have been obvious to one with ordinary skill in the art at the time the 
invention was made to incorporate wherein ad data contained in the ad information stored 
in said ad information database is banner ad information as taught by Gough et al in the 
claimed invention of Hirono et al in order to provide free e-mail services for member 
(See col. 2, lines 1-6). 

e. As per claims 5 and 9, Hirono et al teaches wherein position data contained in the 
ad information stored in said ad information database specifies the position of an ad 
provider by latitude and longitude (See page 4, paragraph [0053]). 

f As per claim 10 Hirono teaches the claimed invention as described above. 
However, Hirono fails to teach inserting said ad data into an e-mail transmitted from a 
sending terminal before saving the e-mail or before transmitting the e-mail to a 
destination e-mail server. 

Gough et al teaches inserting said ad data into an e-mail transmitted from a 
sending terminal before saving the e-mail or before transmitting the e-mail to a 
destination e-mail server (See col. 8, lines 16-31). 
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It would have been obvious to one with ordinary skill in the art at the time the invention 
was made to incorporate inserting said ad data into an e-mail transmitted from a sending 
terminal before saving the e-mail or before transmitting the e-mail to a destination e-mail 
server as taught by Gough et al in the claimed invention of Hirono in order to provide 
free e-mail services for member (See col. 2, lines 1-6). 

3, Claims 6 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent Application No. 2002/0063723 to Hirono in view of U.S. Patent No. 
6,360,221 to Gough et al as applied to claim 1 above, and further in view of U.S. Patent 
No. 6,684,088 to Halahmi. 

a. As per claims 6 and 1 1 , Hirono in view of Gough teaches the claimed invention as 
described above. Hirono teaches a display format detector for detecting the area 
information display format of an e-mail at a receiving terminal as the source of an e-mail 
transmission request when an e-mail transmission request is made by the receiving 
terminal or when the e-mail is transmitted to a destination e-mail server (See page 5, 
paragraph [0078]); However, Hirono fails to teach and a display format converter for 
converting the display format of the area information in the e-mail to be transmitted to 
the receiving terminal to the display format of the receiving terminal when it is detected 
that the display format of the receiving terminal differs from the display format of the 
area information in the e-mail transmitted from the sending terminal. 
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Halahmi teaches and a display format converter for converting the display format 
of the area information in the e-mail to be transmitted to the receiving terminal to the 
display format of the receiving terminal when it is detected that the display format of the 
receiving terminal differs from the display format of the area information in the e-mail 
transmitted from the sending terminal (See col. 4, lines 49-60). 

It would have been obvious to one with ordinary skill in the art at the time the 
invention was made to incorporate and a display format converter for converting the 
display format of the area information in the e-mail to be transmitted to the receiving 
terminal to the display format of the receiving terminal when it is detected that the 
display format of the receiving terminal differs from the display format of the area 
information in the e-mail transmitted from the sending terminal as taught by Halahmi in 
the claimed invention of Hirono in view of Gough et al in order for the e-mail message to 
be suitable for display by a low bandwidth device (See col. 4, lines 49-60). 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

U.S. Patent No. 6,263,343 to Hirono teaches a system for providing and liking 
regularity updated map data with data related to the map. 

U.S. Patent No. 6,498,982 to Bellesfield et al teaches methods and apparatus for 
displaying a travel route and/or generating a list of places of interest located near the 
travel route. 



Application/Control Number: 09/850,114 
Art Unit: 2141 



Page 7 



U.S. Patent No. 6,577,714 to Darcie et al teaches a map based directory system. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Djenane M Bayard whose telephone number is (703) 305- 
6606. The examiner can normally be reached on 7:00 AM-4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal Dharia can be reached on (703) 305-4003. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



Djenane Bayard 




Patent Examiner 



Primary Patent Examiner 



